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UNITED STATES CIRCUIT COURT OF APPEALS 


J. F. Rowiey Co. v. Row ey. 
(193 Fed. Rep., 390.) 


Third Circuit, February 17, 1912. 
1. UNFAIR COMPETITION—ACCOUNTING OF PROFITS. 

On an accounting of the profits derived from unfair competition 
where the wrong consists in the use of a trade-mark in fraud of 
complainant’s rights, he should recover all profits realized by the 
defendant from the sale of articles under the infringing mark. Where, 
however, the wrong arises from the manner of the use of a feature 
in the marking of goods, which the defendant may rightly use, pro- 
vided he uses it fairly, only those profits are recoverable which can 
be shown to have been dependent upon the fraud practiced by the 
defendant. 

2. UNFAIR COMPETITION—ACCOUNTING OF PROFITS. 

Courts will refrain from ordering an accounting of profits in 
a suit for unfair competition, where an injunction will satisfy the 
substantial equities of the case 


Appeal from decree entered on report of master on an ac- 
counting. For decision below on final hearing and on appeal 
from the interlocutory decree, see 154 Fed. Rep., 744; 161 Fed. 
Rep., 94. For decision on appeal from the decree as reformed, 
see 171 Fed. Rep., 413. 


/ 


Frank Ewing, for appellant. 
J. H. Roney, for appellee. 
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Before Gray, Circuit Judge, and Braprorp and Youne, 
District Judges. 


Gray, Circuit Judge—This is an appeal from a decree 
entered by the circuit court for the western district of Pennsyl- 
vania, overruling exceptions to a master’s report on an accounting, 
and confirming said report. 


A suit in-equity was brought in the court below by the ap- 
pellant, alleging unfair competition by the appellee in the use 
of the name “Rowley” in the manufacture of artificial legs, the 
name “Rowley” being also the surname of the appellee. After 
hearing, the court granted an injunction, restraining the appellee 
from the use of the name “Rowley” in any manner in connec- 
tion with the sale and manufacture of. artificial legs. From this 
decree an appeal was taken to this court, and by it the case was 
remanded to the court below, with instructions to modify the 
decree, so as not to absolutely prohibit the use of the name 
“Rowley,” but allowing the use of that name with initials, pro- 
vided that an explanation was attached thereto. 161 Fed., 94, 88 
C. C. A., 258. In conformity to this instruction, the court below 
reformed its decree by granting a perpetual injunction— 


“against the defendant, his agents, employés, servants or by any one 
acting on his behalf, restraining him and them from making and selling 
any artificial limbs in imitation of the goods made and sold by the 
plaintiff, in which the dress, covering, or appearance is such that it 
would likely deceive the public or prospective purchasers; from mailing 
letters or circulars such as would deceive the ordinary purchasers into 
believing that the defendant’s goods were the plaintiff's goods; from the 
use of the name ‘Rowley’ without initials in any manner whatsoever in 
the manufacture or sale of artificial limbs; from the use of the name 
‘Rowley’ with initials in any manner whatsoever in the manufacture 
and sale of artificial limbs, unless in each and every instance in which 
the name is so used, it is accompanied by explanatory words sufficient to 
clearly distinguish the goods manufactured from the goods of the com- 
plainant. And it is further ordered, adjudged and decreed that the 
plaintiff recover from the said defendant the damages sustained in or 
by reason of unfair competition, and also profits gained and savings 
made or realized by the defendant, by reason of unfair competition so 
practiced, and that this cause be referred to H. D. Gamble, master, to 
take, state and report an account of damages and profits under and in 
accordance with this decree. And it is ordered that the costs of the case, 
including the costs of accounting, be divided between the parties.” 


From this decree the appellant, as defendant below, again 
took an appeal to this court, complaining that the court below, 
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in making the decree, had not conformed to the letter or spirit 
of the former decision of this court. This court, however, being 
of opinion that the court below in its decree had conformed to 
both the letter and spirit of the instructions given by this court, 
in remanding the case, affirmed the said decree as entered. 171 
Fed., 415, 96 C. C. A., 371. 

In accordance with the decree thus affirmed, that the plaintiff 
recover from the said defendant the damages sustained in or 
by reason of said competition, and also the profits and savings 
made or realized by the defendant, by reason of unfair compe- 
tition, reference was made to a master to take, state and report 
damages and profits in accordance with the decree. The matter 
then went before the master, and evidence was taken upon the 
question of an accounting of damages and profits. The master, 
among other things, reported: 


“Complainant has not offered any proof upon this accounting to show 
that any one purchased artificial legs from the respondent, supposing them 
to be the goods of the complainant, or that any sales were lost to complain- 
ant by reason of the alleged unfair competition of respondent, other than 
might appear in the original record.” 


He therefore finds and so reports, as follows: 


“Upon the whole case, the master is unable to find such evidence of 
misrepresentation, deception or unfair competition as would justify other 
than nominal damages, and therefore awards damages in the sum of 
one dollar.” 


Exceptions were filed to the master’s report, and after hear- 
ing the same, the court below sustained the findings of the 
master and entered a decree accordingly. From this decree 
the present appeal is taken. 

The general rule undoubtedly is that, on such a reference 
in a case of unfair competition, it is the duty of the master to 
fairly take an account of profits realized by the defendant upon 
all articles or goods manufactured or sold by him under the 
conditions of unfair competition, as established by the decree 
of the court. Where the unfair competition consists in the use 
of a trade-mark in fraud of complainant’s rights, affixed to or 
covering articles or packages sold by the defendant, complainant 
is entitled, by way of damages and compensation for the wrong 
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inflicted upon him, to the whole profits realized by the defend- 
ant from the sale of articles under color of the infringing trade- 
mark. <As it is generally impossible to discriminate between 
sales made by reason of the deception worked by the infringing 
trade-mark and those not so made, courts have required that 
the whole profits should go to the complainant. The infringer 
in such cases has no ground of complaint that he is thus suf- 
fering the consequences of his own wrong. Where, however, 
as in this case, the unfair competition consisted in the use of 
the defendant's own name, “Rowley,” upon letter heads and 
advertising circulars, in such manner as would make it likely to 
give the impression that the defendant was the original manu- 
facturer of the “Rowley” leg, there is not the same reason for 
supposing that each article 1s sold by reason of unfair competi- 
tion, as in the cases where trade-marks proper are affixed to each 
article offered for sale. 

Courts will refrain from ordering an account of profits 
where an injunction will satisfy the substantial equities of the 
case. Where, however, an accounting of profits has been ordered, 
the master, in executing the reference under such an order, 
should conform to the general rule as above stated. His duties 
are ministerial and not judicial. In the present case, the master 
has taken a different view of the duty imposed upon him by the 
order of reference, and held that no profits should be taken into 
the account, except upon those sales which the complainant was 
able to show had been effected by reason of the deception prac- 
ticed by the defendant. 


lf the general rule as to an accounting for profits was 
thought to bear hardly upon the defendant, application should 
have been made to the court upon a proper showing for a modifi- 
cation of its decree in this respect. The court below has, how- 
ever, overruled the exceptions to the master’s report and has 
thus practically amended its own decree. 


As we are of opinion that .the injunction decreed by the 
court below satisfied the equities of the case, and does justice 
between the parties, and gives the complainant, under the cir- 
cumstances, all the relief to which he is entitled, we abstain from 
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interfering with the action of the court below and affirm the order 


appealed from. 


DirpErRicn v. W. SCHNEIDER WHOLESALE WINE & Liguor Co. 


(195 Fed. Rep., 35.) 
Eighth Circuit, March 22, 1912. 
REGISTERED Trape-M INFRINGEMEN' 
\ mark registered in the patent office is not infringed upon, in 
the statutory sense of the term, by the application thereof to a sign, 
displayed by a rival on the outside of his place of business. A trade- 


nark is a mark affixed to an article of merchandise and only a mark 
similarly affixed can be an infringement thereot 


2. UnNrair CompeEtition—l or A TRADE-MARK ON A SIGN 

The use of the registered trade-mark of another on a sign dis 
played outside one’s pl of business may be unfair competition against 
the owner of the mark 
UNFAIR COMPETITION—] SDICTION 

\ federal court has no jurisdiction of an action for unfair com 
petition between citizens of the same state 

\ppeal from an order of the circuit court for the eastern 


district of Missouri, granting a preliminary injunction. 


James A. Carr (Charles F. Krone, on the brief), for ap- 
pellant. 

James I. Hlopkins (Alphonso Howe, on the brief), for ap- 
pellee. 


Before SANBORN and Apams, Circuit Judges, and Wm. H. 
Muncer, District Judge 


~ 


W. H. Muncer, District Judge. This suit was brought by 
appellee, as complainant, to enjoin the infringement of a trade- 
mark. I‘rom the granting of a temporary order of injunction, 
Diederich, the defendant, has appealed to this court. 

It appears that the Schneider & Wholesale Wine & Liquor 
Company has a registered trade-mark, consisting of the arbitrary 
numbers “905,” applied to whiskies; that the defendant, who 
was formerly a stockholder and officer in the Schneider Com- 
pany, having disposed of his interest therein, engaged in the 
saloon business by himself, and placed upon the front of his 


saloon, or saloons, the following signs: 
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‘A. Diederich, 
The Originator of 
905.” 
“Kay-Dee-Liquor Co. 
\. Diederich 
The Originator 
of gos 
Mer.” 

“A. Diederich, 
905 
The Originator of” 


The bill contained an allegation as follows: 


“That the defendant is engaged in interstate commerce, and has sold 
and shipped merchandise, sold by him by reason of said deceptive use of 
your orator’s trade-mark, to customers residing in the State of Illinois 
and elsewhere.” 


This allegation does not allege that the merchandise which 
he sold to customers residing in the state of Illinois had placed 
thereon, or upon the wrapper, or in any way connected with 
such merchandise, the trade-mark “go5,” and there is nothing in 
the proofs to that effect. 


In what are designated as the “Trade-Mark Cases,” 100 
U. S. 82, 25 L. Ed., 550, it was held that congress only pos- 
sessed power to grant a trade-mark for use in commerce among 
the states, foreign nations and Indian tribes. 


The act of 1905 (33 Stat., 724), first section, is in part as 
follows: 


“That the owner of a trade-mark used in commerce with foreign 
nations, or among the several states, or with Indian tribes, provided such 
owner shall be domiciled within the territory of the United States, or 
resides in or is located in any foreign country which, by treaty, con- 
vention or law, affords similar privileges to the citizens of the United 
States, may obtain registration of such trade-mark by complying with 
the follownig requirements: First, by filing in the Patent Office an 
application therefor in writing, addressed to the Commissioner of Pat- 
ents, signed by the applicant, specifying his name, domicile and citizen- 
ship, the class of merchandise and the particular description of goods 
comprised in such class to which the trade-mark is appropriated; a de- 
scription of the trade-mark itself, and a statement of the mode in which 
the same is applied and affixed to goods”, etc. 


It will be observed that this section contemplates that the 
trade-mark is to be affixed to the goods which are used in the 
commerce specified, as it requires the applicant in his applica- 


tion for a trade-mark, to give not only a description of the 
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trade-mark itself but ‘“‘a statement of the mode in which the same 
is applied and afhxed to goods.” 


Section 16 of the enactment provides: 


“Any person who shall, without the consent of the owner thereof, 
reproduce, counterfeit, copy or colorably imitate any such trade-mark and 
affix the same to merchandise of substantially the same descriptive prop- 
erties as those set forth in the registration, or to labels, signs, prints, pack- 
ages, wrappers, or receptacles intended to be used upon or in connec- 
tion with the sale of merchandise of substantially the same descriptive 
properties as those set forth in such registration, and shall use, or shall 
have used, such reproduction, counterfeit, copy, or colorable imitation 
in commerce among the several states, or with a foreign nation, or with 
the Indian tribes, shall be liable to an action for damages therefor at the 
suit of the owner thereof,” et 


Complainant bases its right to an injunction upon the fact 
that the signs above mentioned, placed upon the buildings in 
which he conducted his saloons, were an infringement of its 
trade-mark. The inquiry then naturally presents itself whether 
complainant has a trade-mark in a sign placed upon a building, 
simply indicating that goods of a certain character were sold 
at that place. 

In 28 Am. & Eng. Enc. of Law (2d Ed.), p. 352, it is said: 

“Tt is essential to the validity of a trade-mark as such that there shal} 
be some actual, physical connection between the goods and the mark, sc 
that the mark goes with the goods into the market. Words, marks, or sym- 
bols, used in advertisements, circulars, and other similar ways, but not 
actually affixed to the goods, are not valid, technical trade-marks. It is 
sufficient if the mark is affixed either upon the goods themselves or upon 


the box or wrapper containing them, or in some other way physically at- 


tached to the soods. Words not actually afixed to the goods frequently 


constitute trade-names, and are protected as such against unfair com- 


petition.” 
In Hazelton Boiler Co. v. Hazelton Tripod Boiler Co., 142 
Ill., 494, 30 N. E., 339, it was said: 


“A trade-mark owes its existence to the fact that it is actually affixed 
to a vendable commodity.” 


In Oakes v. St. Louis Candy Co., 146 Mo., 391, 48 S. W., 
467, it is said: 


} “A trade-mark which is not in some manner attached or affixed or 
; stamped on the article indicated by it involves a contradiction in itself, 
; the idea of some distinctive brand or mark being inherent in the expres- 
sion itself. An article can only be said to be distinguished by a trade- 
mark when that mark is connected with, annexed to, or stamped, printed, 


carved, or engraved upon, the article as it is offered for sale.” 
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In Lawrence Mfg. Co. v. Tenn. Alfg. Co., 138 U. S., 537, 
11 Sup. Ct., 390, 34 L. Ed., 997, it was held that a trade-mark, 
to be valid, must be such as to indicate origin, manufacture or 
ownership; that, if used to denote simply class, grade, style, or 
quality of the articles, it could not be upheld as technically a 
trade-mark. Macmahan Pharmacal Co. v. Denver Chemical Mfg. 
Co., 113 Fed., 468, 51 C. C. A., 302. 

And in Ryder v. Holt, 128 U. S., 525, 9 Sup. Ct., 145, 32 
L,. Ed., 529, it was held that, in a case where the bill did not 
allege that the trade-mark was used on goods intended to be 
transported to a foreign country, the federal court had no juris- 
diction. 

We think it clear, from the foregoing authorities, that a 
trade-mark is only valid when attached to the article or wrapper, 
or in some manner physically connected with the article itself. 
Such being the case, it 1s very clear that complainant could have 
no trade-mark in a sign, placed upon a building, containing the 
figures “go5,° and if complainant had no trade-mark in such a 
sign upon a building, because the validity of the trade-mark owes 
its existence to the fact that it is im some manner attached to 
the article of commerce itseff, we are unable to perceive how 
it can be said that such a sign placed by defendant upon the 
building in which he transacted his business was an infringement 
of complainant’s trade-mark. 

It is a self-evident proposition that what is not and can not 
be a trade-mark is not and can not be infringed as a_ trade- 
mark. 

It is true that the foregoing authorities were decided dur- 
ing the existence of the act of March 3, 1881 (Act March 3, 
1881, c. 138, 21 Stat., 502 [U. S. Comp. St. 1901, p. 34011), 
but the first section of that act is in substantially the same lan- 
guage as the act of 1905. It requires an applicant to file in the 
patent office “a statement of the mode in which the same is 
applied and affixed to goods.” 

Section 16 of the act of 1905, above quoted, is somewhat 
broader than Section 7 of the act of March 3, 1881, relating to 


the same matter, in that the act of 1905 renders a person liable 


who affixes such registered trade-mark, without the consent of 
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the owner, to labels, signs, prints, packages, wrappers, or re- 
ceptacles intended to be used upon or in connection with the sate 
of merchandise, ete. 

Stress is placed, in the argument of counsel, upon the mean- 
ing of the word “signs.” The word “sign” must be understood 
to have been used for the purpose of protecting simply what 
the owner has by virtue of his trade-mark. The word “sign” 
has various meanings. | find in a copy of the Standard Dic- 
tionary before me that the word, when used as a noun, has the 
following definitions: 

“(1) A pantomimic gesture. (2) An inscription or representation to 
indicate a place of business. (3) An arbitrary mark; symbol. (4) A 
token; emblem.” 

As complainant acquired a right to the trade-mark only 
as it was affixed in some manner to the article which it sold in 
commerce among the states, foreign countries, and Indian tribes, 
it is evident that the term “sign” was used to indicate a mark, 
symbol, token, or emblem, which was affixed in some manner 
to the article sold. 

It is quite probable that complainant states, in its bill, a 
cause of action against defendant for unfair trade. That ques- 
tion, however, we can not pass upon. The parties being citizens 
of the same state, the court below had no jurisdiction to deter- 
mine that question. //utchinson, Pierce & Co. v. Loewy, 217 
U. S.. 457. 30 Sup. Ct., 613, 54 L. Ed., 838. 

As the alleged act of defendant was no infringement upon 
complainant's trade-mark, the order granting an injunction was 
erroneous, and is consequently reversed. 

SANBORN, Circuit Judge (dissenting)—The sale on which 
this injunction is founded was made in Missouri under a con- 
tract to deliver the whisky in [llinots, the whisky was so delivered 
pursuant to the contract, and the sale was induced by the de- 
fendant’s use on a sign and print upon the front wall of his 
dramshop in which the sale was made, of the plaintiff's trade- 
mark “‘go5." which had been recorded under Act Feb. 20, 1905, 
33 Stat., c. 592, 881, 16, pp. 724, 728. This sale and delivery 
constituted interstate commerce, the plaintiff's trade-mark which 


induced it was used in commerce among the states, and the case 


i 
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falls within the literal terms of the act of congress. Cooper Mfg. 
Co. v. Ferguson, 113 U. S., 727, 5 Sup. Ct., 739, 28 L. Ed., 1137; 
Butler Bros. Shoe Company v. United States Rubber Co., 156 
Fed., 1, 8, 84 C. C.-A., 167, 174, and cases there cited. There 
can be no doubt that this use of the plaintiff's mark by the de- 
fendant constituted unfair and unlawful trade as the majority 
suggest, and it seems to me that it also presented a cause of 
action for an infringement of the plaintiff's trade-mark under 
the act of 1905. 

The question here is not whether or not it was essential to 
the validity of the plaintiff's arbitrary distinctive trade-mark 
“go5” that the plaintiff should have affixed this mark to and 
should have used it upon merchandise, but it is whether or not 
after it had so affixed it, used it, secured it, and registered it the 
defendant infringed that trade-mark by placing it upon the front 
wall of his dramshop for the purpose of inducing purchasers to 
buy his whisky when in the law the trade-mark and its use were 
the property of the plaintiff. The complainant averred in its 
bill that it applied its trade-mark “905” continuously and with- 
out interruption “to the packages containing its merchandise 
by branding, stencilling, or printing the same upon barrels and 
labels and corks used in packing liquors for sale,” and that it 
also used it upon buildings to mark the places where such 
whiskies could be obtained. There is no answer in the record 
to this averment, and it must be taken as true. The provision 
of the first sections of the acts of 1881 (21 Stat., c. 138, p. 503) 
and 1905 (33 Stat., 724), cited by the majority, to the effect that 
the applicant for registration shall file a statement of his trade- 
mark and “the mode in which the same is applied and affixed 
to goods” may condition the registration.and perhaps the exist- 
ence of a trade-mark that may be registered, but it in no manner 
prescribes or limits the acts which constitute the infringement 
of such a trade-mark after it has been secured and established. 
Those acts are prescribed and determined by other sections of 
the acts of congress, by Section 7 of the act of 1881 and Section 


16 of the act of 1905. The record in this case, therefore, as the 
writer understands it, conclusively shows that the plaintiff had 
a trade-mark in the arbitrary symbol “gos” which it had applied 
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to merchandise used in interstate commerce and registered, and 
which it had also used on buildings in which it sold its mer- 
chandise. Let us now turn to the real question in the case. 
to which it seems to me the requirement of the first sections 
of the acts to the effect that the applicant for registration shall 
state the mode in which his trade-mark is applied or affixed to 
goods is immaterial. That question is, Does the use of a trade- 
mark by another than the owner on the front wall of a dram- 
shop, or elsewhere, without affixing it to the merchandise sold 
or to the packages which contain it raise a cause of action in 
favor of the owner under the act of February 20, 1905? 

There can be doubt that congress had the power to give such 
a cause of action. Nor can there be any doubt that such a 
use of a counterfeit of a recorded trade-mark to sell the coun- 
terfeiter’s goods for those of the owner of the trade-mark as 
completely contravenes the purpose of the act as the use of 
the counterfeit on the packages which go with the goods to the 
purchaser. When the congress enacted the legislation now in 
question, it was not without experience in the operation of a 
similar act. It had provided by Act March 3, 1881, 21 Stat., c. 
138, 37, p. 503, for the registration of such trade-marks, and 
that: 


“Any person who shall reproduce, counterfeit, copy or colorably im- 
itate any trade-mark registered under this act and affix the same to mer- 
chandise of substantially the same descriptive properties as those described 
in the registration, shall be liable on the case for damages for the wrongful 
use of said trade-mark at the suit of the owner thereof.” 


After the enactment of this statute the courts held in the 
cases cited by the majority that, in order to constitute an in- 
fringement, the trade-mark of the owner must be affixed to the 
goods or to the packages of the alleged infringer which went with 
them to the purchasers. Subsequent to all these decisions con- 
gress passed the acts of 1905, and, after providing therein for 
the registration of a trade-mark by the owner in substantially 
the same words as in the act of 1881, it enacted that: 

“Any person who shall without the consent of the owner thereof, 
reproduce, counterfeit, copy, or colorably imitate any such trade-mark and 
affix the same to merchandise of substantially the same descriptive prop- 
erties as those set forth in the registration, or to labels, signs, prints, 


packages, wrappers, or receptacles intended to be used upon or in con- 
nection with the sale of merchandise of substantially the same descrip- 
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tive properties as those set forth in such registration, and shall use, or shall 
have used, such reproduction, counterfeit, copy, or colorable imitation, 
asia, in commerce among the several states, or with a foreign na 
tion, or with the Indian tribes, shall be lable to an action for damages 
therefor at the suit of the owner thereof.” 

It is indisputable that the words the writer has italicized 
in the last quotation were added in the act of 1905 to those 
used in the act of 1881 for the purpose, and that they must, 
under familiar rules of construction, have the effect to make 
actionable other uses of counterfeit trade-marks by infringers 
than their use afhixed to goods similar to the goods of the owner. 
Under the old act, the use of these counterfeit trade-marks by 
infringers was made actionable only when they affixed them to 
the goods. Under the act of 1905 their use affixed to the goods 
was made actionable by the same words used in the act of 1881, 
and in addition their use on “labels, signs, prints, packages, wrap- 
pers, or receptacles intended to be used upon, or in connection 
with the sale of, merchandise.” Note that not only was the 
use of such counterfeit trade-marks on labels, signs, prints, 
packages, wrappers, or receptacles made actionable when they 
were “intended to be used upon,” but also when they were “in- 
tended to be used in connection with the sale of’ merchandise 
similar to that of the owner of the trade-mark. A copy of the 
trade-mark of the plaintiff was by the defendant affixed to, nay, 
it was a sign and a print. It was intended by him to be used, and 
it was used by him, in connection with the sale of merchandise 
of substantially the same descriptive properties as those set 
forth in the plaintiff's registration. I am of the opinion that 
such a use fell within the specific terms of the act and that it 
as effectually defeated the purpose of the act as a use of it by 
affixing it to specific merchandise would have done. 

| agree with the court below that the complainant was en- 
titled to its injunction. 


Haznerr v. PoLLAck Strociké Co., et al. 
(195 Fed. Rep., 28.) 


Third Circuit, March 28, ror2. 


1. UnrairR CoMPETITION—DEFENCES—COMPLAINANT’S MISREPRESENTATIONS 
The misleading use of a trade-name in such manner as to deceive 
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the purchasing public with respect to the origin or manufacture of the 
goods is such fraud as will deprive the owner of the trade-name 
of the right to relief in equity against an infringement. 

COMPLAINANT'S MISREPRESENTATIONS—IDENTITY OF MAKER. 

The retention and use of the name of a deceased owner of the 
business, the issuance of advertising matter over what purports to be 
his signature, and other simulations of the personality of the deceased, 
under whom the good will of the business was created, are such 
fraudulent misrepresentations as will bar relief against one who tres- 
passes upon that good will. 


Appeal from decree of the circuit court for the western 
district of Pennsylvania, dismissing the bill of complaint. For 
opinion below, see 188 Fed. Rep., 494; Reporter, Vol. I, p. 229. 


1) 


Thomas S. Brown (Brown & Stewart, on the brief), for ap- 
pellant. 

Frank F. Reed (Edward S. Rogers, on the brief), for ap- 
pellees. 


Before Gray, Circuit Judge, and Braprorp and J. B. Mc- 
PHERSON, District Judges. 

BrapForpD, District Judge-—This is an appeal from a final 
decree of the circuit court of the United States for the western 
district of Pennsylvania, dismissing a bill in equity, brought by 
Howard Hazlett, administrator of Augustus Pollack, deceased, 
against the Pollack Stogie Company of Pittsburg, Pa., a cor- 
poration of Pennsylvania, and C. G. Kiskaddon, M. W. 
DeWaters, John Benz, Joseph Pollack, stockholders,  di- 
rectors and officers of said corporation, and Joseph Rau- 
bitschek; Rudolph Raubitschek and Edward  Raubitschek, 
partners doing business under the firm name of Rau- 
bitschek Brothers, alleging unfair competition in trade and in- 
fringement of trade-marks on the part of the defendants and 
praying for an account and injunctive relief. The court below 
being of opinion upon the proofs that, while the defendants had 
clearly violated the rights of the complainant, the latter had not 
come into court with clean hands, decreed the dismissal of the 
bill, but without costs to the defendants, the respective parties 
to pay their own costs. It appears that during a period of many 
years prior to his death in 1906 Augustus Pollack had been 
engaged in the manufacture and sale of a species of cigars known 
as stogies, and had established an extensive and lucrative trade 
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in that line. Such was the excellence of his product that in 
connection with sundry marks, labels, printed statements and 
other forms of dress used in the conduct of his business, his 
stogies became so associated in the public mind with his name 
as to be generally known as ‘“Pollacks.” The learned judge be- 
low said, “the personality of Pollack was a factor in the creation 
and the retention of the trade good will which his product en- 
joyed”’; and this certainly was true in the sense that his known 
connection with the manufacture of storgies largely accounted 
for the good will which attached to his business. Owing to the 
defective execution of his intended will Augustus Pollack died 
intestate, and letters of administration on his estate were granted 
to Howard Hazlett, who by agreement of the widow and children 
of the decedent continued the business, established by him. That 
the complainant in the conduct of this business, after the death 
of Augustus Pollack, pursued a course calculated, if not in- 
tended, to mislead the public into the belief that the decedent 
was still living and engaged in its active management, clearly 
appears from the evidence. For years after the death of Au- 
gustus Pollack and both before and since the commencement 
of this suit the complainant made use of a circular letter which 


was placed in each box of stogies sent out from the factory. The 


letter is dated Wheeling, W. Va., has a circular trade-mark at 
its head bearing the name ‘“‘Augustus Pollack,” and is addressed 
“To the Trade, Consumers and Public.” It bears a facsimile 
of Augustus Pollack’s signature. The body of the letter is as 


follows: 


“Gentlemen : 

“The Crown Stogies Cigars, originated and manufactured by Augustus 
Pollack of Wheeling, W. Va. U. S. A. distinguished by national recogni 
tion for perfect purity, absolute naturalness and uniform excellence, have 
achieved their rank and fame by the cultivation under most trying cir 
cumstances, during more than a generation, of an unceasing devotion to 
ideal industrial integrity, loyalty to fair wages, elevating conditions of 
labor and highest standard of expert workmanship by the undersign¢ 
The maker of the Crowns honored by the eloquent testimonials from dis 
tinguished sources in different sections of our country, conveying the pop 
lar impressions created by ‘The Pollack Crown Stogies, gratefully ac 
knowledges his indebtedness to American encouragement, and request 
ing a continuance of approval and favorable consideration, avails himself 
on this occasion to terder his assurance of appreciation and high es 
teem 


u 


Yours truly, Avucustus PoLLAck.” 
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At the foot of the letter was the statement that “The 
grades of the Crowns under protection of U. S. Patent Office 
Registration and Guarantee of Augustus Pollack” consisted of 
those shown in a list of patent office trade-mark registrations, 
therein set forth. This statement was misleading to purchasers, 
for the registrations were obtained, not by Augustus. Pollack, 
but after his death by the complainant, and the use of the words, 
“Guarantee of Augustus Pollack” in that connection was decep- 
tive, to say the least. But this circular letter carried on its 
face by necessary implication an averment that Augustus Pollack 
was still living. No other interpretation can be put upon the 
clause 

“The maker of the Crowns, honored by the eloquent testimonials from 
distinguished sources in different sections of our country, conveying the 
popular impressions created by ‘The Pollack Crown Stogies, gratefully 
acknowledges his indebtedness to American encouragement, and request 
ing a continuance of approval and favorable consideration, avails himself 


of this occasion to tender his assurance of appreciation and high esteem. 
Yours truly, Avucustus Poiiack.” 


It appears from the testimony of the complainant that the 
circular letter above quoted was used before the death of Augus- 
tus Pollack, and it also appears that the latest date on that letter 
is 1910. But whether it was used in the lifetime of the decedent 
is in our view immaterial, for after his death its continued use 
by the complainant without explanation amounted to a false rep- 
resentation that such death had not occurred and that purchasers 
would obtain the product, not of the complainant, but of Au- 
gustus Pollack. And this misrepresentation was accentuated by 
the insertion in the circular letter of a date years after Augustus 
Pollack had died. That the identification of Augustus Pollack 
in the public mind with the continued manufacture and sale of 
crown stogies cigars was considered by the complainant as an 
important factor in securing custom there can be no question; 
for it is stated that, manufactured by Augustus Pollack, they 
“have achieved their rank and fame by the cultivation under most 
trying circumstances, during more than a generation, of an un- 


* and 


ceasing devotion to ideal industrial integrity * * 
highest standard of expert workmanship by the undersigned,” 
to wit, “Yours truly, Augustus Pollack.” The record discloses 


a number of letters written after the death of Augustus Pol- 
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lack which were put in evidence by the complainant for the 
purpose of showing the high reputation of the Pollack stogies, 
and it is a significant fact that of twenty-one such letters 
written in the years 1908 and 1909, fourteen were addressed 
to Augustus Pollack personally. If one, having right by suc- 
cession to employ a trade-mark, trade-name, label or other dis- 
tinguishing mark in the conduct of his business, deliberately 
makes such use of it as is intended or calculated to deceive or 
mislead the purchasing public with respect to the origin, manu- 
facture or ownership of the goods in connection with which it 
is used, he is not entitled to relief in equity against persons 
infringing or wrongfully using such trade-mark, trade-name, 
label or other distinguishing mark to his detriment in connec- 
tion with the sale of their own goods. While little can be said 
by way of justification of the conduct of the defendants, and 
without discussing the evidence in detail, we agree with the 
court below that the course of the complainant after succeeding 
to the business of Augustus Pollack was not such as was de- 
manded by a proper regard for the protection of the public 
against deception touching the subject matter as to which pro- 
tection is sought against the defendants, and that his acts and 
omissions leave him no standing in a court of equity for relief in 
the premises. With respect to the contention that the complain- 
ant, being a foreign administrator who has not obtained an- 
cillary letters in Pennsylvania, has no title to maintain this 
suit, it is unnecessary in view of the conclusion reached to 
express an opinion. For the reasons above given the decree of 
the court below is affirmed, the costs in this court to be paid by 
the appellant. 

J. B. McPuerson, District Judge, dissents, believing that the 
facts of this case do not call for the application of the doc- 
trine of “clean hands.” 


YALE & Towne Mec. Cr. v. WorceEsTER Mec. Co. 


(195 Fed. Rep., 528.) 
First Circuit, April 9, 1912. 


TRADE- MARK—INVENTOR’S NAME. 
The registration as a trade-mark of the name of a patentee, by which 
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name the patented invention had been known during the life of the 
patent, does not give any exclusive right to the use of the name, after the 
patent has expired. 


Appeal from the circuit court for the district of Massa- 
chusetts. 


Frederick P. Fish and Archibald Cox (Louis H. Porter and 
Howland Twombly, on the brief), for appellant. 

Odin Roberts (Roberts, Roberts & Cushman, on the brief), 
for appellee. 


Before Putnam, Circuit Judge, and AtpricH and Brown, 
District Judges. 


Putnam, Circuit Judge.—The case is thoroughly and suffi- 
ciently stated in the opinion of the learned judge of the circuit 
court, as follows: 


“Coit, J. The complainant, who manufactures and sells door checks 
known as the ‘Blount door checks,’ claims a trade-mark or trade-name in 
the name ‘Blount’ when applied to door checks, and the present suit is 
brought to enjoin the defendant from the use of the name ‘Blount’ in 
connection with door checks, and from making and selling door checks 
having the same visual appearance as the complainant’s door checks. 

“The evidence discloses the following facts: 

“The Blount door check was invented and patented by Eugene I. 
Blount. The Blount patents were issued December 4, 1883, and August 
25, 1891, the later patent having expired in 1908. 

“Until 1896 the Blount door check was manufactured by the Blount 
Manufacturing Company, who owned the Blount patents. In 1896, under 
a contract entered into between the complainant and the Blount Manu- 
facturing Company, the complainant became the exclusive manufacturer 
of the Blount door checks under the Blount patents. 

“The defendant did not begin the manufacture of the Blount door 
checks until after the expiration of the Blount patents. 

“The defendant’s door checks are constructed in accordance with the 
Blount patents, except as to some details. In form and appearance the de- 
fendant’s door check is like Figure 1 of the Blount 1891 patent. 

“The plate attached to the defendant’s door check reads as follows: 

‘Yale & Towne 
Blount 
Door Check’ 
“The plate attached to the defendants’ door check reads as follows: 
‘Blount 
Improved 
Door Check 
Worcester Mfg. Co.’ 

“The defendant's name also appears in the circulars and advertisements 
relating to these door checks, and upon the boxes in which they are 
packed for shipment.” 
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The learned judge stated his conclusions as follows: 


“It is apparent from the foregoing facts that this case is governed by 
the decision of the Supreme Court in Singer Manufacturing Company v 
June Manufacturing Co., 163 U. S., 169, 16 Sup. Ct., 1002, 41 L. Ed., 118. 

“Under the rule laid down in the Singer Case, upon the expiration of 
the Blount patents the name ‘Blount,’ as applied to door checks con- 
structed under the Blount patents, became public property; and hence the 
defendant had the right to make the door checks covered by the Blount 
patents. and to call them ‘Blount door checks,’ and neither the patentee 
nor kis successor in title could acquire a monopoly in the name ‘Blount,’ 
on che theory that it had become a trade-mark or trade-name denoting 
origin. Under these circumstances, it is only necessary that the detend- 
ant should clearly indicate that its door check is made by the Worcester 
Manufacturing Company, and not by the Yale & Towne Manufacturing 
Company, in order that the public may not be deceived by purchasing 
the defendant’s door check for the complainant’s door check.” 

Thereupon the court ordered the bill dismissed, with costs. 
It must be agreed that, on the record as made, the conclusion 
of the circuit court can not be contravened. It is true that the 
record suggests certain questions disposed of by us in G. & C. 
Merriam Company vy. Ogilvie, in opinions passed down on Janu- 
ary 30, 1908, and March 17, 1909, reported in 159 Fed., 638, 
88 C. C. A., 596, 16 L. R. A. (N.'S.), §49, 14 Ann. Cas., 796, 
and 170 Fed., 167, 95 C. C. A., 423, and also the special remedy 
there granted, which in the present case would correspondingly 
require that the respondent should announce on its door checks 
and otherwise as follows, without undue or offensive promi- 
nence to the word “Blount”: “This was not manufactured by 
the original inventor, Blount, or his successors’—or something 
to that effect. However, the record permits us to grant no 
relief of this character. The bill rests squarely on two proposi- 
tions: One, that the respondent simulated in structural appear- 
ance the complainant’s door checks. As to this the circuit court 
made no particular finding; and the facts called to our attention 
do not lead us to draw an inference that the appearance to the 
eye of the plaintiff's device purposely simulates the structural 
appearance of the defendant's device. At any rate we are not 
able to reach a clear result on this proposition. 


The only other ground of relief claimed by the bill is that 
the complainant has a general right in the word “Blount” as a 
trade-mark, properly so expressed; and the bill is rested on the 
registered trade-mark described therein, with no reference what- 
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ever to the patents which are referred to in the opinion of the 
learned judge of the circuit court. If complainants desire the 
special remedy which we gave in G. & C. Merriam Company v. 
Ogilvie, they must frankly state in their pleadings all the special 
facts showing that they need it and are entitled to it, and showing 
that. as between themselves and the respondents, they have con- 
sistently rested their claims accordingly. Parties against whom 
such complaints are made are entitled to be dealt with fairly and 
frankly. There is, however, so much in the record to suggest the 
subject to which we refer that we think the judgment should 
be made as without prejudice. 

The decree of the circuit court is modified, by adding, with- 
out prejudice to proceedings by a new bill, limited to relief of 
the character granted in G. & C. Merriam Co. v. Ogilvie, 159 
Fed., 138, 88 C. C. A., 596, 16 L. R. A. (N. S.), 549, 14 Ann. 
Cas., 799, and 170 Fed., 167, 95 C. C. A., 423, and, as thus 
amended, is affirmed; but the district court is authorized to annul 
the decree appealed from, and permit an amendment limited 


as aforesaid, in either case on such terms as equity requires, and 


Wa. Wriciey, Jr., & Co. v. L. P. Larson, Jr., Co., et al. 
(105 Fed. Rep., 508. ) 
Northern District of Illinois, November 20, 1912. 


1. PRELIMINARY INJUNCTION—PRAYER OF B 
It is not necessary that the bill of complaint specifically pray for 
a temporary injunction, where it asks for a final injunction \ mo 
tion for temporary relief will lie, in the absence of such a prayer 
2. UNFAIR COMPETITION—IMITATION OF PACKAGI 
Upon the facts disclosed, it is clear that the defendant's package 
is a simulation of the plaintiff's, in colors, style and arrangement >t 
lettering, such as is likely to deceive the consumer 


In Equity. On motion for a preliminary injunction. 
Officld, Towle, Graves & Offield, for plaintiff. 

George f. Haight, for defendants. 

CARPENTER, District Judge (orally). Defendant objects to 


the issuing of the writ: 





| the respondent recovers its costs of appeal. 
UNITED STATES CIRCUIT COURT 


& 
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First: Because the bill is sworn to upon information and 
belief. Inasmuch as the equities of this case may be determined 
upon the physical exhibits produced and made a part of the bill, 
it will be unnecessary for this court to determine whether the 
verification of the bill is sufficient to support a temporary re- 
straining order. 

Second: It is urged that there is no prayer in the bill for a 
temporary writ of injunction. Cases may be found in the books 
to the effect that such an order may not issue unless specifically 
prayed for. The bill does pray for a perpetual injunction, and 
if the circumstances warrant, and the proper protection of the 
complainant requires it, | am prepared to hold that the prayer 
for a perpetual injunction is broad enough to support the issuing 
of a temporary injunction. The court is much more concerned 
with the merits of this litigation than with the technical forms of 
equity pleading. Moreover, a special motion has been made 
for a preliminary injunction, and if need be it will be considered 
as an amendment to the prayer of the original bill, sufficient to 
allow the issuing of such a temporary writ. 

Third: The parties are manufacturers of chewing gum. The 
complainant has made use of certain color schemes and markings, 
both for boxes and the individual packages of gum. Its par- 
ticular brand is known as “Spearmint.” The defendants manu- 
facture a brand advertised as “Peptomint.” A casual examination 
of the size, shape, and markings of the boxes and packages dis- 
closes immediately very marked differences. No dealer would 
be misled for a moment into thinking that the defendants manu- 
factured and offered for sale the goods of the complainant. 
The fact remains, however, that the body of defendants’ box 
is colored yellow, as is that of the complainant. The lettering 
on the defendants’ box is in red, green, and white, as is that 
of complainant. The significant mark on complainant’s product 
is a green bar spear with the word “Spearmint” upon it. The 
significant mark on the defendants’ box is a green bar, without 
the spearhead, placed at an angle, over a red circle, with the 
word “Peptomint” upon it. The word “Spearmint” and the word 
‘‘Peptomint” each contains nine letters. Each word ts printed in 
white block letters upon the green bar. The defendants have 
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their name in script, “L. P. Larson, Jr., Co.,” in the same gen- 
eral type as the complainant employs in the name “Wm. Wrigley, 
Jr., Co.” The general color scheme made use of by the defend- 
ants, both on the box and on the individual packages, is almost 
identical with that made use of by the complainant. The sim- 
ilarity between the two sets of devices seems to the court to 
have been inspired by other than esthetic emotions. Of all the 
colors and shades that the defendants might have made use of, 
it is strange that those employed by the complainant should be 
the only ones that would satisfy the trade; that, of all the pos- 
sible methods of arrangement of the words and letters, it is 
equally strange that the defendants should have found that only 
the arrangement employed by the complainant would be effec- 
tive. It would be rather a forward development of modern ten- 
dencies toward efficiency to so hold. 

Business men, clearly, would not be deceived by an exam- 
ination of the exhibits in this case. Dealers know from whom 
they are buying and what they are buying, and are seldom, if 
ever, misled, except by nearly exact counterfeits. The defend- 
ants do not represent their goods as that of the complainant. 
They do, however, sell their goods at a lower price, and by 
simulating the complainant’s cartons, boxes, and packages, they 
have, without making any false representations, put it in the 
power of the less scrupulous traders to impose upon the public, 
and to dispose of the cheaper article as the article of the com- 
plainant. The court does not require, in cases of this kind, 
proof of fraudulent dealing. If the devices and methods of the 
defendants are so similar to those of the complainant as to be 
calculated to deceive the casual purchaser into buying the goods 
of the defendants as the goods of the complainant, a court of 
equity ought to enjoin the defendants from a further prosecu- 
tion of their methods of doing business. 

No reasonable explanation is offered by the defendant of 
why they have adopted substantially the devices of the complain- 
ant. It is not shown that the gum business could not be suc- 
cessfully carried on by different shaped boxes and packages, 
or by different color schemes and lettering. This court is of 
the opinion that the similarity between the defendants’ boxes and 
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packages and those of the complainant is not accidental. The 
action of the defendants appears to have been deliberate, and, 
no explanation having been offered, the court can not escape the 
conclusion that it was done for the sole purpose of gaining 
some unfair advantage by trading upon the established reputa- 
tion of the complainant. 

On the authority of Charles E. Hires Co. v. Consumers’ Co., 
100 Fed., 809, 41 C. C. A., 71, Lever v. Goodwin, L. R., 36 Chan- 
cery Division, 3, Reddaway v. Banham (1896), Appeal Cases, 
199, and Tarrant v. Hoff, 76 Fed., 959, 22 C. C. A., 644, the 
motion for a preliminary injunction will prevail, and the com- 
plainant may prepare an order by which the defendants, their 
clerks, servants, and agents, are restrained, during the pendency 
of this suit, or until further order of this court, from manu- 
facturing, selling, advertising, offering or announcing for sale, 
or supplying, chewing gum in packages, or boxes, under labels 
substantially identical with or like the boxes, packages, and 
labels of the complainant, employed for that purpose, or in boxes 
or packages, or under labels which are calculated to deceive pur- 
chasers or. consumers into the belief that the chewing gum manu- 
factured by the defendants is the product of the complainant, or 
which will enable others to substitute or sell the product of the 
defendants as and for the product of the complainant. 


UNITED STATES DISTRICT COURT 


GARNIER v. ROSSMAN. 
(195 Fed. Rep., 175.) 
Eastern District of Missouri, March 5, 1912. 
Trape-MARK—V ALIDITY. 

The word “Abricotine” applied to a cordial or liqueur is an ar 
bitrary, coined word not descriptive of the goods and, therefore, a 
valid trade-mark. 

In Equity, on final hearing. 

A. Parker Smith and James 1. Hopkins, for complainant. 
James A. Carr and Albert C. Davis, for defendant Tekla 
Rossman. 
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Dyer, District Judge—On the 28th of August, 1911, this 
bill was filed against Tekla Rossman and Frederick Rossman. 
Subsequently by stipulation of parties the bill was dismissed as 
to Frederick Rossman, who it appears was a minor. 


lhe bill in substance alleges that about the year 1872 one 
Paul Garnier, a citizen of France, adopted as a trade-mark and 
trade-name, for use in connection with the sale of a cordial or 


liqueur manufactured and sold by him, the arbitrary coined 


word “Abricotine,” and thereafter used the same as a trade- 
mark and trade-name down to the time of his death; that there- 
after Andre Garnier succeeded by inheritance to said business, 


1 


and to the exclusive right and privilege of using said trade- 


mark and trade-name, and continued to use the same down to 
his death; that thereafter the complainant (who is the widow 
of the said Andre Garnier ) succeeded to the business and to 
the good will thereoi ith the exclusive right to use said trade- 
mark and trade-name \bricotine” in connection with the sale 


1 


of cordial or goods of the same descriptive properties; and that 


she has continued the business of making the kind of cordial 


> 
that her said predecessors had made, under the trade-mark 
“Abricotine,” and caused all packages containing said cordial 
to be plainly marked with the word “Abricotine,” ete. 
The complainant further states that the said trade-mark was 
duly registered by her predecessors as provided for under the 
laws of the French Republic, and that the same has been in actual 
use as a trade-mark for more than ten years next preceding the 
act of February 20, 1905 (33 Stat., 724, c. 592). It is further 
averred that complainant’s immediate predecessor caused 
the same to be registered in the natent office at \Wash- 
ington on the Oth of November, 1906, and that there- 
after complainant herself caused said trade-mark to be 
registered at Washington on the ist of November, Igic. 
The complainant then alleges that the defendant has been and is 
now engaged in the manufacture and sale of a cordial or liqueur, 
and marking packages containing the same, with the word “Ab- 
ricotine.” This the complainant claims is an infringement of 
her trade-mark, or trade-name, and pravs that the defendant 


1 


be enjoined from its further use, etc. 
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The defendant denies that the plaintiff has the sole and ex- 
clusive right of selling cordials or liqueurs marked with the 
word “Abricotine,” and denies that the word “Abricotine’”’ has 
been used as a trade-mark, and that whatever use complainant 
made of the word was merely descriptive of her goods, etc. The 
defendant denies that either of complainant’s alleged trade-marks 
are valid, as giving her the exclusive use of the name “Abri- 
cotine.”’ 

The evidence in this case consists of a stipulation as to cer- 
tain facts. The real and controlling question in the case hinges 
upon the word “Abricotine.” If it be such a word as the com- 
plainant could adopt as a trade-mark or trade-name, then she 
is entitled to recover in this proceeding. There is no doubt but 
that the defendant has used and is continuing to use the trade- 
mark (if it be a trade-mark) of the complainant. This word 
“Abricotine” is not found in our dictionaries, and as far as | 
have been able to find is not found in the French dictionaries 
either. The defendant insists that the word ‘“Abricotine’’ is 
purely descriptive of complainant's goods, and not therefore cap- 
able of being a valid trade-mark. Upon the other hand, com- 
plainant contends that the word “Abricotine” is a coined word 
and is not descriptive of the goods to which it is applied. With 
this latter contention the court agrees. The complainant’s trade- 
mark is valid. The defendant has infringed it. 

A decree as prayed for in the bill will be entered. 


McILHENNY, et al. v. HATHAWAY, et al. 
(195 Fed. Rep., 652.) 
Eastern District of New York, April 18, 1912. 
INFRINGEMENT—UNAUTHORIZED USE OF MARK ON Owners’ Goons. 
A trade-mark is infringed by the unauthorized application thereof 
to goods made by the owner of the mark, as well as by the application 


thereof to the product of another. 


In Equity. On demurrer to the complaint. 


Strong & Cadwalader (Hugh A. Bayne, of counsel), for 
complainants. 
Purdy, Squires & Rowe, for defendants. 





— 
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CHATFIELD, District Judge—The defendants have not ap- 
peared in support of a demurrer interposed to a complaint 
alleging violation of trade-mark by the attempted sale in this 
country of certain bottles of pepper sauce, bearing a label alleged 
to be an identical imitation of that of the complainants, and show- 
ing the complainants’ trade-mark “Tabasco.” 


—_—K—s=S 


. 


It appears from the allegations of the complaint that the 
goods were fraudulently bottled and labeled from a quantity in 
bulk actually manufactured by the complainants and taken from 
them by fraud. If these goods be not the ones so described, 

’ then the contents themselves, as well as the packages, have been 
made in imitation of the genuine product of the complainants. 
Upon preliminary injunction, this court has held that the com- 
plainants were entitled to an injunction enjoining the sale, re- 
moval, or disposal of the goods involved in the suit until final 
hearing, and this established an apparently valid prima facie case 
on the face of the pleadings. Mc/lhenny, et al. v. Hathaway, 
et al., decided December 28, 1905. 


y 


The demurrer calls in question the allegations of the same 
complaint upon which the preliminary injunction was granted, 
and admits as well the allegations of that complaint. It would 
appear that this admission covers either cause of action as al- 
leged, namely, that the contents are genuine, but are mislabeled 
without authority, or that the entire package is an imitation. 

lf the contents are genuine, and are placed before the 
public in such form that a person buying the article would not, 
if the goods were in fair condition, ascertain that he had not 
secured a product legally sold under the complainants’ trade- 
mark, and even if this customer were not injured by the use of 
the particular goods, and might be inclined to purchase the 
genuine article in the future, nevertheless, the inviolability of 
the product placed upon the market, the reputation of the com- 
plainants, and the safe protection of the public requires a hold- 
ing that such use of genuine goods is of itself a violation of the 
rights of the complainants to have their goods issued only under 
the genuine trade-mark. On the other hand, the possibility of 
adulteration or change in putting out what has been referred 
to as “originally genuine” goods, and the injury to the owner of 
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the trade-mark, from imitations which could not be easily traced 
to the responsible party by legal proof, or would not be easily 
detected by the public in the ordinary way, is further reason 
why the complainants are entitled to protection. 

For these reasons, both the preliminary injunction seems 
to have been proper, and the defendants, by demurring and ad- 
mitting the complainants’ allegations, have placed themselves 
in a position where, unless their default be excused, they should 
be prevented from further acts of the same character. Ihe com- 
plainants may have an order overruling the demurrer and direct- 
ing that a decree be entered granting judgment absolute, unless 
the default be opened and proper answer be interposed within 
ten days. 


NEW YORK SUPREME COURT 
Luytres Bros. v. EK. ZIMMERMANN & Co. 
(133 N. Y. Supp., 997.) 
Appellate Division, First Department, March 8, 1912. 


UNFAIR CoMPET!ITION—LABEL IMITATION 

It is not necessary that a label be exactly copied, to justify a court 
of equity in protecting it by injunction. It is enough that the ordinary 
purchaser, under ordinary conditions, is likely to be deceived 

Appeal from an order of special term, New York county, 


denying a motion for a preliminary injunction. 


Argued before CLARKE, McLAUGHLIN, LAUGHLIN, Scor’, 
and DowLIne, JJ. 


George IV. Tucker, Jr., for appellant. 
Abraham Benedict, for respondent. 


Scorr, J.—The label adopted by the defendant presents a 
typical case of fraudulent imitation of the label long used by 
plaintiff, and is none the less fraudulent and objectionable be- 
cause its separate features, when examined in detail, are not 
found to be copies of the corresponding features in plaintiff's 
labels. The designer of the defendant's label certainly displayed 
great ingenuity in producing a label which would closely re- 
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semble, without actually copying, plaintiff's label; but, to justify 
the interposition of equity, it is not necessary that a label should 
be copied. It is sufficient that the resemblance is such that it is 


calculated to deceive the ordinary purchaser, under the condi- 


tions generally prevailing in the particular traffic to which the 


controversy relates. ican v. Meyers, 139 N. Y., 364, 34 N. E., 
go4; Fischer v. Bank, 138 N. Y., 244, 33 N. E., 1040; Anargyros 
v. Egyptan Cigarette Co., 54 App. Div., 345, 66 N. Y., Supp., 
6260; Dutton & Co. v. Cupples, 117 App. Div., 172, 102 N. Y. 
Supp., 309. 

There is so itthe doubt about the defendant's label that its 


use should be enjoined at once, without awaiting the result of 
atrial. The other features of defendant's bottle of which com- 
plaint is made are not so obviously unlawful as is the label, and 
tle question of enjoining the use of them, or any of them, may 
well be left to be determined upon the trial. If the use of the 
label be discontinued, the other features, standing alone, may not 
be found to be objectionable. 

The order appealed from must be reversed, with $10 costs 
and disbursements, and the motion for an injunction pendente 
ite granted, to the extent above indicated. Settle order on no- 
tice. All concur. 


GENERAL CEMENT PROpUtTS Co. v. CEMENT APPLIANCES Co. 
Special Term, New York County, June 19, 1912. 

Uxrarre Compt 0 Novel, DESIGNATION FOR A NEW APPLIANCE 

The words “Cement Gun” do not seem to be descriptive of an ap 
pliance for mixing and applying cement to surfaces, but whether it 1s 
descriptive or not, the . iser of the term for a novel appliance invented 
for this purpose has a right to be protected in the use of the term 
against a rival maker of like device 


In Equity. On final hearing. 
Griggs, Baldwin Baldwin, for plaintiff. 
I. Siegeltuch, tor defendant. 


GERARD, |.—Plaintiff brings this action seeking to restrain 
the defendant from using the words “cement gun” in conjunc- 
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tion with each other or in conjunction together with any other 
words, and from in any manner competing unfairly with plain- 
tiffs or infringing upon plaintiffs’ rights to use the name “cement 
gun” as a trade-mark and trade-name. In their complaint plain- 
tiffs allege that they adopted the words “cement gun” and “cement 
gun process” months before the defendant claims to have used 
them and that by such adoption they have acquired a property 
in the use of these words, as applied to a device and process 
for the preparation and handling of plastic materials and their 
application to surfaces. The defendant claims to be the owner 
of a device and process of a character similar to plaintiffs’ and 
it has applied the name “cement gun” to its device. Plaintiffs 
claim that the defendant can have no motive in using these words, 
except to create confusion and avail itself of the plaintiffs’ ex- 
penditure in building up a demand for that device owned by 
plaintiffs, to which they as the first users had already applied 
the words “cement gun.” It is claimed by the defendant that 
the word “gun” has been used in connection with various instru- 
ments or contrivances used for trade, manufacturing and house- 
hold purposes; that the words “cement gun” as applied to a 
device and process as used by plaintiffs, is not arbitrary to such 
an extent as to entitle plaintiffs to pre-empt the said words for 
their exclusive use, in connection with their device and process, 
and it is claimed that the words “cement gun,” as applied to this 
device and process, are merely descriptive. A number of years 
ago Carl M. Akeley, employed as a naturalist in the Field Mu- 
seum at Chicago, in the endeavor to devise a means to coat the 
exterior of the Field Museum Building, which had been erected 
as part of the Columbian World’s Fair Exposition, produced a 
device by which he applied a coat of gypsum to the outer walls 
of the building. This device worked so successfully that a com- 
pany was organized and a large sum of money expended in 
putting the machines in commercial shape. The device was at 
first called a “plastering machine,” and later on the name “cement 
gun” was suggested; and the name was thereafter used in con- 
nection with this device and these machines were put upon the 


market. This machine is described by the defendant itself as 


a machine “that takes all the constituents of the finished products, 
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mixes the solid constituents, namely, sand and cement, in their 
proper proportions, conveys them in a dried state to a nozzle, 
brings about in that nozzle a combination of the dry particles 
with the liquid or water and carries the mixture, which is now 
cement mortar in the act of setting, to the point of application.” 
This is a fair description of the machine and the process, and 
the question is, Would the ordinary man of average intelligence, 
not acquainted with this process, understand that the words 
“cement gun” described this particular machine or device? It 
was said in the case of Selchow v. Baker (93 N. Y., 59), known 
as the “sliced animals case,” ‘Whether a name claimed as a trade- 
mark is subject to the objection of being descriptive, or whether 
it is an arbitrary or fanciful name, must depend upon the cir- 
cumstances of every case as it arises.” It seems to me that, to 
a person who had never heard of this device, the words “cement 
gun” convey the idea of a gun made of some kind of cement, 
and not a device which, as above stated, mixes certain ingredients 
together in their proper proportions, projects them in a dry state 
to a nozzle, where they are there combined with water and then 
projects them in the form of setting cement against some sur- 
face. In this very Se/chow case the words “sliced animals’”’ were 
protected as applied to toys, which were pictures of animals cut 
into strips or pieces, and the game or puzzle consisted in putting 
the pictures together. It is the principle of the trade-mark 
and trade-name law that words which are not new may be 
used to indicate a substance or article of which they are not 
properly descriptive if their application to such purpose is new 
and, to some degree, matter of invention. For instance, the 
Brooklyn Valet case (Cohn v. Reynolds, 26 Misc., 473). The 
plaintiff carried on a business in the name of the Brooklyn Valet. 
His business consisted of sending out wagons to collect men’s 
clothing, and to bring it to his place of business, where it was 
repaired, pressed and cleaned, and then returned. The defendant 
started in business in the same city and called his business “My 
Valet,’ and the question presented to the court was whether the 
word “valet” was descriptive of the business carried on by plain- 
tiff, or whether its application to that business was so arbitrary 


and fanciful as to entitle it to the protection of the law. The 
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court said the word “valet,” as there used, “might indicate much 
of service and attention as towards clothing” but that that did 
not make it anv more descriptive than are the words “damascus 
blade,” when applied to ordinary scythes, or ‘crystal’ when 
applied to castor oil, and the court held that an injunction would 
issue. This decision was unanimously affirmed in the appellate 
division (40 A. D., 619). In Stoughton vy. IV’oodward (39 Fed. 
Rep., go2) the complainant was engaged in manufacturing drops 
of a reddish color of cherry flavor, sold for alleviating colds and 
coughs, under the name of “cough cherries,” and he was pro- 
tected in the use of that name on the ground that the words were 
not absolutely descriptive, but to an extent arbitrary and fanciful 
as applied to the case in question. In Globe Iernicke Co. v. 
Brown (121 Fed. Rep. 185) the word “elastic.” as applied to 
sectional bookcases so made that the size could be increased by 
adding new sections, was protected, and in the “Electro-Silicon”’ 
case (Electro-Silicon Co. v7. Hogan, 29 Hun, 369), the words 
“electro-silicon” were protected, as applied to a powder used 
for polishing, although there was such an article known as 
“silicon,” the court finding that “silicon” as such was not a com- 
mercial commodity and although the powder was composed of 
silicon skeletons, or minute shell chemicals, consisting of. silica. 
Other similar cases are IIells & Richardson Co. v. Siegel-Coope 
Co. (1060 Fed. Rep., 77), where the words “Celery Compound” 
were protected on the ground that, while under certain conditions 
the words “celery compound” could weil be considered descrip- 
tive, vet the facts shown established the contention that they 
had never been used in a strictly descriptive sense, but had ac- 
quired a secondary meaning for a designation for complainant's 
preparation. In Revere Rubber Co. v. Consolidated Hoof Pad 
Co. (139 Fed. Rep., 151), the words “Air Cushion,” as applied 
to a pad for use in horseshoe pads, were protected. In Glen Cove 
fg. Co. v. Luderman (22 Fed. Rep., 823), the word “Maizena,” 
as applied to a prepartion of maize was protected. The case of 
Barrett Chemical Co. v. Sterns (176 N. Y., 27) is relied on 
by defendant. In that case it was held that the words “Roach 
Salt,” as applied to a poisonous preparation, would not be pro- 


tected, the court finding that the word “roach” is a common 
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English word for a certain insect and the word “salt” a word used 
to describe chemical preparations and an article of food. Of 
course when roach salt was put on sale no one would suppose 
or assume that it was on sale for the purpose of inducing char- 
itable persons to purchase food for the sustenance of roaches, 
and as the only reason that any preparation for roaches would 
be purchased would be for the purpose of poisoning them, it 
was therefore held that the words were a mere equivalent to 
“roach poison,” and therefore accurately descriptive of the. ar- 
ticle sold. Irrespective of the question of trade-mark, however, 
| think the plaintiffs are entitled to relief on the ground of unfair 
competition. They first produced and used this device in ques- 
tion, which is an absolutely new device and process. Whether 
they are entitled to a patent for it or not is a question, of course, 
not before this court; but it seems to me that they are entitled 
to be protected in this name which they first adopted. The plain- 
tiffs proceeded promptly against the defendant as soon as the 
defendant commenced the use of these words, and it has been 
held that in an action to restrain unfair competition, fraud need 


but may be inferred from the imitation 


not be directly proved, 
alone, nor is it necessary to show that any person had actually 
been deceived (see Iulcan v. Meyers, 139 N. Y., 364). Plain- 
tiffs are entitled to the relief praved for. Submit findings. 


Eis v. ROCHESTER EGG CARRIER COMPANY. 


(134 N. Y. Supp., 979.) 


Special Term, Monroe County, March 16, 1912. 
I UNI AIR COMPE1 PION | 1 \TION OF Goops 
The mere cop) of an unpatented mechanical device without the 
imitation of what is adopted for purposes of decoration or of identi 


[> 


heation, is not unfair competition. 
2. UNFAIR CoMPETITION—SIMULATION OF TRADE-NAMI 
The name “Rochester Egg Carrier & Tray Mfg. Co.” is confus 
ingly similar to the name “Star Egg Carrier and Tray Mfg. Co.” used 


by another Rochester manufacturer in the sale of similar appliances, 
and should be enjoined 
UNFAIR COMPETITION—MISLEADING ADVERTISING MATTER 

The publication of advertising matter so equivocal in expression and 


so misleading in language as to cause the business of the user to be 
1 


»~ 


confused with an earlier business of the same character is unfair 


competition and will be enjoined 
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On trial of the action. A motion for preliminary injunction 
was denied and the order denying an injunction was affirmed. 


146 App. Div., 903; 133 N. Y. Supp., 1120. 


Church & Rich (James M. E. O’Grad, of counsel), for 
plaintiff. 

IVerner & Harris (Geo. H. Harris, of counsel), for defend- 
ant. 


SUTHERLAND, J.—The plaintiff and defendant manufacture 
egg carriers and trays in the city of Rochester. Plaintiff, as the 
principal stockholder and executive head of the corporation ‘Star 
Egg Carrier & Tray Manufacturing Co.,” and latterly in his 
individual right, has been in that business since 1904, using in- 
dividually for trading purposes the name “Star Egg Carrier & 
Tray Mfg. Co.” Said corporation having been dissolved, plain- 
tiff succeeded to its property and good will. The defendant 
commenced that business in October, 1910, when it was incor- 
porated under the name “Rochester Egg Carrier Co.” It has 
called itself, however, for advertising purposes and in its cor- 
respondence, “Rochester Egg Carrier & Tray Mfg. Co.” The egg 
carrier manufactured by each party consists of a rectangular 
box containing 12 separate compartments to carry a dozen eggs, 
each compartment holding a single egg, in the top of which box 
a paper tray is placed bottom side up, which serves as a cover 
for the eggs, being held in place by a wire bail; and the package 
thus made up is sent from the store where the purchase is made 
to the house of the customer. There the bail is moved back, the 
carrier inverted, and the eggs are left in the paper tray with 
the purchaser, the carrier containing the cellular compartments 
being returned to the store of the dealer. Although egg carriers 
have been in use for many years in one form or another, the 
plaintiff's predecessor in the business, to whose rights he suc- 
ceeded, was the first to establish a trade in this form of egg car- 
rier in combination with a paper tray cover intended to be left 
with the purchaser of the eggs as the depositary thereof. Be- 
fore the defendant was incorporated or began the manufacture 


and sale of similar devices, the instrumentality conceived by the 
plaintiff's predecessor had attained wide and deserved popularity, 
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and a very extensive business with jobbers, wholesale dealers, 
and retailers throughout the country had been established, and 
plaintiff had spent large sums in advertising and organizing his 
business connections, and had acquired in the course of the 
years a good will which was and is of great value. 

The plaintiff alleges that the defendant, a newcomer in this 
line of business, starting in the same city, has imitated the plain- 
tiff’s mechanical product in structural plan and appearance, and 
has adopted a trade-name very similar to his own, and so closely 
has copied plaintiff's advertising matter as to result in confusion 
among his customers, diverting from plaintiff to the defendant 
much custom that is intended to come to plaintiff through the 
reputation which his product had acquired, and that the pur- 
chasing public is deceived thereby, and plaintiff’s rights in the 
premises greatly prejudiced. The acts and purposes outlined by 
the plaintiff in his complaint are those known as “unfair compe- 
tition.” The defendant denies any intent to simulate the me- 
chanical product of the plaintiff, and denies any attempt to copy 
the name or appropriate to its own use the peculiar and distinc- 
tive advertising plans or material utilized by the plaintiff, and 
asserts that it is marketing a product which it has a right to 
make and sell, and that its advertising and literary output have 
been only such as it has a right to use in stating to the trade the 
purposes, virtues, costs, etc., of the articles thus made and sold. 

Each party to the action holds letters patent upon certain 
features of the respective carriers thus manufactured and sold. 
Certain claims of infringement which can not be determined in 
this case are in litigation in the federal courts, whose jurisdic- 
tion over those questions is exclusive, and where ample remedies 
may be awarded. 

As to the mechanical side of the matter before this court, 
it would seem that the similarity in form, method of construction, 
and appearance complained of does not amount to unfair compe- 
tition, but results almost of necessity from the superior adapta- 
bility of apparatus constructed in just that way to the use for 
which it is intended. If the plaintiff or his predecessor created 
a more convenient instrument or combination of instruments 
for marketing eggs than had theretofore been known or used, 
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the invention, unless patented, inured to the benefit of every one. 
The equitable rule forbidding unfair competition does not open 
a second way to acquire the monopoly given to an inventor under 
the patent laws. St. Paul Elec. Co. v. MeCrum-Howell Co. (C. 
C. A.), 189 Fed., 849; Globe-IVernicke Co. v. Fred Macey Co., 
119 Fed., 696, 56 C. C. A., 304. Of course, if defendant had 
dressed up its mechanical device so as to make it look like plain- 
tiff's contrivance, copving features that do not affect its working 
capacity, but only serve as identification marks, and had done 
this to deceive purchasers as to the source of the goods, a different 
question would arise. [ut when one comes to make a box or case 
to contain a dozen eggs, there is not a wide variety of form from 
which to choose. There is only one best way of doing anything 
in the industrial world. Such a box, naturally, would be rec- 
tangular in form, and the rows of compartments would be three 
or four each, and the whole thing just large enough and strong 
enough to insure safe delivery and durabilitv. Any paper tray, 
if intended to be used at first as a cover and next as a container 
in which the eggs are left on the kitchen table of the customer, 
naturally would be just about the size and shape of the paper 
trays used by plaintiff and defendant. 

In the drawing of the device on which defendant's patent 
was applied for, the tray is depicted as extending outside of the 


edge of the carrier itself, and the tray is shown to be held in- 


place by an elastic band attached to the side of the carrier. The 
tray in the plaintiff's device fits inside the edges of the carrier 
and is held in place by a metal bail which can easily be withdrawn 
at the moment of delivery. When the defendant came to put 
its product upon the market, its trays were made to go inside 
the carrier, and were fastened with wire bails, thus approaching 
very closely to the plaintiff's method. But it is evident on com- 
parison that it is more practicable to have the tray inside the 
edges of the carrier, and that a sliding wire bail is a more perma- 
nent and desirable instrument for holding the tray in position 
over the eggs in transit than an elastic band would be. Now, 
if this more convenient and practicable method of placing the 
tray covering in the carrier and fastening it there in transit is 


not protected by the plaintiff's patent, it is open to the defendant 
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or any one to utilize. And in reference to the mechanical part 
of this case it may be said generally there is no feature of sim- 
ilarity between the product of the plaintiff and defendant, the 
choice of which is not explainable on the basis of convenience and 
suitability to the use intended. 

On the other hand, the charge of unfairly simulating the 
trade-name and advertising matter of plaintiff seems to have sub- 
stantial foundation. As stated above, the business to which 
plaintiff has succeeded was conducted from 1904 to October, 
1909, at Rochester by a corporation having the corporate name 
and known in the trade as “Star Egg Carrier & Tray Manufactur- 
ing Co.” Plaintiff, having become the owner of the capital stock 
of that corporation, caused it to be voluntarily dissolved; and 
upon the dissolution plaintiff acquired legal title to all its prop- 
erty, including trade-marks, good will, patents, etc., and in Oc- 
tober, 1909, filed a certificate adopting as his trade-name the 
name of said former corporation, “Star Egg Carrier & Tray 
Manufacturing Co.,” said certificate complying in that respect 
with the requirements of the statute, and since that time he has 
used said trade-name in conducting the business of manufactur- 
ing and selling egg carriers and trays. During the life of said 
corporation and since then, the said name became widely known, 
and came to be identified by the trade generally with the product 
manufactured and sold by the plaintiff and his predecessor; and 
the trade had come very generally to recognize the peculiar com- 
bination of egg carrier covered by a paper tray to be left as a 
container for the eggs with the purchaser, as a Rochester product, 
made exclusively by the concern known as “Star Egg Carrier & 
Tray Manufacturing Co.” Now, after this reputation had been 
acquired, and the name of the producer and the product had 
become associated correlatively throughout the trade, the de- 
fendant, in October, 1910, became incorporated under the name 
“Rochester Egg Carrier Co.” and began to advertise under and 
to use for trade purposes the name “Rochester Egg Carrier & 
Tray Mfg. Co.” Among the stockholders of the defendant was 
one Talling, who had been connected with the plaintiff in a con- 
fidential capacity, and had knowledge of the plaintiff's customers 
throughout the United States and of plaintiff's business affairs 
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generally. For some reason, Talling caused his stock in defenu- 
ant company to be held in the name of his brother-in-law. De- 
fendant’s circulars and advertising matter, under the name 
“Rochester Egg Carrier & Tray Mfg. Co.,” were sent to plain. 
tiff’s customers very generally, and some of th~se who had been 
accustomed to deal with the plaintiff were confused by the sim- 
ilarity of trade-names and advertising matter sent out by de- 
fendant, and supposed that the defendant was the same concern 
that had been making egg carriers and trays at Rochester, with 
which they had been accustomed to deal in the past; and it does 
not seem to be unjust to charge defendant with anticipating and 
endeavoring to bring about just such a result, so that some of the 
habitual customers of the plaintiff might unwittingly transfer 
their patronage to the defendant, believing that they were still 
dealing with the old concern. 

The words “egg carrier and tray manufacturing company” 
are, of course, descriptive in their primary sense, and can not 
be appropriated as a trade-mark for the exclusive use of the 
plaintiff. Computing Scale Co. v. Standard Comp. Scale Co., 
118 Fed., 965, 55 C. C. A., 459. 

But these words in the name of the manufacturing company 
had acquired a secondary and predominating meaning throughout 
the trade, before defendant became a competitor, signifying the 
specific and exclusive source of a well-known special product; 
and the intentional use of those words as a trade-name by a new 
concern, for the purpose of deceiving or confusing the purchas- 
ing public, is unfair competition and can be restrained if such 
confusion and deception has resulted or is likely to result. Lowe 
Bros. Co. v. Toledo Varnish Co., 168 Fed., 627, 94 C. C. A., 83; 
Nims on Unfair Business Competition, p. 212; 38 Cyc. pp. 789, 
800, 801; Dyment v. Lewis, 144 Iowa, 509, 123 N. W., 244, 26 
L. R. A. (N. S.), 73. 

The first word in the plaintiff's trade-name is “Star,” and 
the first word in defendant’s “Rochester.” The word 
“Rochester” chosen by the defendant is not well cal- 
culated to differentiate the two concerns in the mind 
of the trade. Plaintiff's concern being known to be 
located at Rochester, the use of the word “Rochester,” in 
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itself, would not indicate to the tradesman in St. Louis a new 
departure. Dyment v. Lewis, supra. And not much importance 
should be attributed to the word “Star” in the plaintiff’s title, 
because that word has been chosen in such a multitude of instances 
for almost every kind of a product that it has no longer any 
marked and salient individuality. However that may be, the 
proofs in the case show that the names, coupled with a similarity 
of advertising matter, were confusing to the tradesmen who were 
accustomed to deal with the plaintiff and desired to continue 
those dealings. This makes the criticism of unfair competition 
properly apply in this instance. 

The circular letters sent out by defendant to the trade solic- 
iting patronage were received very generally by the plaintiff's 
customers. The letter head has upon the left-hand side a pic- 
ture of a large building, underneath which are the words “Home 
of Rochester Egg Carriers and Trays,” and on the right half 
of the letter head is the wording “Rochester Egg Carrier & Tray 
Mig. Co., Manufacturers of Egg Carriers, Trays and Specialties, 
855 Maple Street, Both Phones.” The first circular was signed 
“Rochester Egg Carrier & Tray Mfg. Co.” It states: 

“We beg to announce that we have incorporated a company under the 
name of Rochester Egg Carrier Co., to manufacture Rochester Egg Car- 
riers and Trays.” 

And without quoting further, it is so equivocal in language 
as to make it very easy for some of the recipients of the circular 
to assume that the going concern with which they had been deal- 
ing had just been incorporated under the name “Rochester Egg 
Carrier Co.,”” but was continuing to use the balance of its former 
name, “and tray manufacturing,’ for trade purposes. Such an 
impression would be strengthened by the use of the expression 
“Home of Rochester Egg Carriers and Trays,” which, before any 
carriers or trays had been marketed by the defendant, would be 
apt to be considered as picturing the habitat of an established 
concern that had acquired a reputation already known to the 
persons to whom the circular might come. 

The last circular sent out by the defendant, after the action 
was commenced and not long before the trial, under the same 
letter head, begins as follows: 
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“Gentlemen: The writer has recently assumed the selling end of the 
Rochester Egg Carrier and Tray. In going over the correspondence we had 
with you I find that you have not sold as many of our goods as you 
ought to, which has not been altogether your fault.” 

After urging greater activity in pushing “our carrier and 
tray,” the letter ends, 

“Thanking you for an early reply which I await with interest, with 
kindest regards beg to remain, 

“Very truly yours, Rochester Egg Carrier Co., 
——_—_—_——, Pres.” 

The name of the defendant’s president, Mr. Nagle, was 
signed in the blank line before “Pres.” It is not hypercritical 
to say that the letter just quoted might strike a hurried reader 
as indicating that there had been effected some new selling ar- 
rangement between the old concern with which he had been for- 
merly dealing under which the product which he had been 
accustomed to buy was to be marketed in the future through 
Mr. Nagle’s selling bureau. 

If these two circulars are read carefully by one who, while 
reading, has in mind the fact that there are two concerns in 
Rochester manufacturing egg carriers and trays, there will prob- 
ably be no great danger of confusion. Read, however, by one 
not aware at the moment that there are these rival companies, 
the result would very likely be confusion. The circulars sent 
out intermediate the first and last are not open to this criticism, 
except as to the letter head and the use of the name at the end, 
“Rochester Egg Carrier & Tray Mfg. Co.” 

The price lists and advertising cards sent out by the de- 
fendant in some instances are distinct and free from objection; 
in other instances they are open to the charge of intentional 
simulation in color, type, arrangement of pictures, sequence of 
ideas, display of prices, etc. In the latter instances, the copying 
is not exact, but it is such a close approach as to invite the criti- 
cism which is placed upon it. 


In short, allowing full play for those analogies which are 
inevitable in the advertising of two concerns manufacturing and 
selling the same line of goods, there is, nevertheless, altogether 
too much similarity in the literary output of the two concerns to 
enable defendant to escape entirely the charge of intentional 
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imitation for the purpose of deceiving the public and diverting 
to the defendant the customers who intended to deal with the 
plaintiff according to their wont. 

The patent laws aside, the defendant has the right to make 
these egg carriers and trays and to advertise that fact, and to 
acquaint the public with his wares by true pictures and appro- 
priate descriptions. Plaintiff can not claim a preferential right 
to any certain type or mode of arrangement of price lists or size 
or color of cards. These things are all open to defendant’s use. 
But if the combination of color, size, type, sequence of matter, 
arrangement of headings, etc., 1s such that the defendant’s ad- 
vertising approaches so closely to plaintiff's previously circulated 
advertising matter that the purchasing public, reading and being 
misled by the same, may buy defendant's goods, while intending 
to buy of plaintiff, the plaintiff has a just complaint for which 
he should be awarded redress. 

It may be difficult to draw the line of demarcation with pre 
cision between those similarities which are natural and unavoid- 
able and those which are intentionally chosen. Under the circum- 
stances developed here, it would seem as if the defendant should 
be enjoined from using the words “and tray manufacturing” as 
an addition to its legitimate corporate name, and it should be 
enjoined also from sending out any more circulars or advertising 
matter in which the arrangement of pictures and headlines, style 
of tvpe and paragraphing are so closely imitative of the advertis 
ing matter of the plaintiff as naturally to cause confusion and 
doubt as to the identity of the concern from which the advertis 
ing matter emanates. That such confusion has arisen in the trade 
by reason of these similarities thus deliberately adopted by the 
defendant is abundantly proved from the depositions of many 
persons in the trade, and more is likely to occur with consequent 
loss to the plaintiff in trade diverted by reason of these unfair 


1 


competitive methods, unless they are abandoned. 

formal findings and proposed decree may be prepared and 
submitted to the attorneys for the defendant and settled by the 
court on two days’ notice. Costs are allowed the plaintiff. 
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SUPREME COURT OF NEBRASKA 
CoNSOLIDATED FuEL Co. v. Brooks, et al. 
(136 Northwestern Rep., 60.) 

May 13, 1912. 


TRADE-MARK—DEALER’S RIGHT. 

A dealer who has established a good will for a grade of coal under 
a certain brand may restrain a rival dealer from selling coal under that 
brand, though derived from the same mine as his own. 


Appeal from district court, Lancaster county. 


T.C. Doyle and G. I. De Lacy, for appellants. 
C. E. Abbott and Field, Ricketts v. Ricketts, for appellee. 


Rost. J.—Plaintiff and defendants are rival jobbers in coal, 
and both assert the exclusive right to use in the trade the name 
“Cristo Cafion” to describe fuel mined by and purchased from 
the South Cafion Coal Company at Big Four, Colo., where it is 
known as the “Carbon Cafion Coal.” From a decree perpetually 
enjoining defendants from using the name in controversy for the 
purpose stated, they have appealed to this court. 

The following propositions of law and fact are urged on 
behalf of defendants to defeat the injunction. Defendants in- 
vented the name. They were the first to register with the secre- 
tary of state “Cristo Cafion” as a trade-name for coal, and a 
similar registry by plaintiff was afterward rejected. By using 
that name they did not attempt to sell their own coal as that 
of plaintiff. They did not perpetrate a fraud on the public, be- 
cause they sold by the same name the same grade and quality of 
coal from the same mine. Plaintiff did not own the mine, or 
any interest in it, or control the output. Any wholesaler could 
buy the coal identified by plaintiff as “Cristo Cafion” at the 
same mine from the same mining company and sell it to the trade. 
The name is both generic and geographical, and therefore plain- 
tiff could not acquire the exclusive right to use it as a trade- 
mark. 

Conceding the correctness of the foregoing propositions 
urged by defendants, for the purposes of this case, but for no 
other, it does not necessarily follow that the injunction was 
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erroneously granted. The questions are: As between the parties 
to the suit, is plaintiff entit!ed to the exclusive use of the name? 
\re defendants in using the name perpetrating on plaintiff a 
fraud which equity will stop? Plaintiff had a right to buy coal 
of a particular standard and preparation from the South Canon 
Coal Company at Big Four, Colo., where the coal is known as 
the “Carbon Cafion Coal,” label it “Cristo Cafion,”” and_ sell 
it to retailers under that name, provided that in doing so the 
name had never before been used for that purpose, that there 
was no objection on part of the mining company, and that plaintiff 
did not deceive, mislead, or injure retailers or the public or in- 
terfere with any right of a competitor. The record justifies a 
finding that plaintitf so adopted and used the name. If the name 
is generic, or geographical, facts not established, the right to 
thus adopt and use it nevertheless existed, though it might not 
be protected for all purposes. Lee v. Haley, 5 Ch. App. (Eng), 
155; \Wedndrew v. Basscit, 4 DeG., J. & S. (Eng.), Ch. 380; 
Amoskeag Mfg. Co. v. Spear & Ripley, 2 Sandf. (N. Y.), 599; 
Vewman v. Alvord, 51 N. V., 1&9, 10 Am. Rep., 588. Other 
competitors of plaintiff purchased the same coal at the same mine 
and sold it by other names of their own selection. Plaintiff's 
use of the name “Cristo Canon” has only been questioned or 
disturbed by defendants \s against them was the injunction 
properly granted? Plamtiff is a corporation. When defendant 
Brooks was its manager, it created a large demand for coal to 
which it had given, with his consent, the trade-name in con- 
troversy. As a result, it transacted an extensive business as a 
jobber. It was the exclusive source of all coal on the market by 
the name of “Cristo Canon.” Its customers were pleased with 
the fuel. They praised its preparation and quality. After the 
character of the coal, designated in the trade by that name, and 
plaintiff's reputation for fair dealing had been established, Brooks 
left its employ at Fremont. promptly registered in his own name 
“Cristo Cafion” as a trade-mark for coal, organized the W. R. 
Brooks Coal Company, defendant, started in business at Lincoln 
as a competitive jobber in plaintiff's territory, advertised to sell 
“Cristo Canon Coal,” sent solicitors among plaintiff's customers, 
and, for the purpose of promoting his own enterprise, made use 
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of his knowledge of plaintiff's territory, of its customers, of its 
business, and of the fact that other dealers bought and sold the 
same coal under different names. 

Following the doctrine of the English courts of chancery, 
Vice Chancellor Van Fleet stated the requisites for acquiring 
title to a trade-mark as follows: “First, the person desiring 
to acquire title must adopt some mark not in use to distinguish 
goods, of the same class or kind, already on the market, belong- 
ing to another trader; second, he must apply his mark to some 
article of traffic; and, third, he must put his article, marked with 
his mark, on the market.” Schneider v. [Villiams, 44 N. J.. Eq., 
391, 14 Atl., 812. 

With these requisites plaintiff complied. While it did not 
own the mine or control the output, it owned the coal offered to 
the trade by the name “Cristo Canon.” Defendants understood 
and participated in the means through which plaintiff built up 
its trade in, and created the demand for, fuel thus designated. 
The manifest purpose of defendants in using the name “Cristo 
Cafion” and in pursuing the methods already described was to 
divert to themselves the benefit of plaintiff's reputation for hon- 
esty and fair dealing and to procure trade which in the ordinary 
and legitimate course of business would go to plaintiff as a proper 
reward of rectitude and enterprise. Their competition was un- 
fair, and their conduct was a fraud on plaintiff. The registra- 
tion of the name with the secretary of state was part of the 
fraudulent purpose and is no protection to defendants. In dis- 
cussing the use of the word “Anatolia” as a trade-name for 
licorice, Lord Chancellor Westbury said: “There is the deliber- 
ate imitation of a mark previously existing in the market. The 
thing is done in order that the rival article of the defendants’ 
manufacture may be brought into the market in competition with 
that which is already there. There is nothing, in a word, which 
is necessary for the interposition of the court which is wanting 
on the present occasion. But—it is urged on behalf of the de- 


fendants—this word Anatolia is a general expression; is, in point 
of fact, the geographical designation of a whole tract of country 
wherein licorice root is largely grown, and is therefore a word 
common to all, and in it there can be no property. That argu- 
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ment is merely a repetition of the fallacy which | have frequently 
had occasion to expose. Property in the word for all purposes 
can not exist; but property in that word, as applied by way of 
stamp upon a particular vendible article, as a stick of licorice, 
; does exist the moment the article goes into the market so stamped, 
and there obtains acceptance and reputation whereby the stamp 
gets currency as an indication of superior quality, or of some 
other circumstance which renders the article so stamped accept- 
able to the public. Lastly, it is urged on behalf of the defendants, 
with respect to the costs of this suit, that they were unwilling 
to contest the right of the plaintiffs. When they imitated the 
mark, they knew that there was that mark in use, and they 


de sin Sr has ne 


intentionally imitated it. It is probable that at the time they were 
: not aware that it was the mark of the plaintiffs. But if a man 
i finds an article sent to him from the market bearing a particular 
stamp, and he intentionally appropriates that stamp, and thence- 
forth uses it for the purpose of designating his own article, lay- 
ing aside the mark that he had previously used, and appropriating 
that which he ought to have inferred was the property of an- 
other, he must take the consequences.” A/cAndrew v. Bassett, 
4 DeG., J. & S. (Eng.), Ch. 380. 
In Perry v. Trucfitt, 6 Beav. (Eng.), 66, Lord Langdale ob- 
served: “I own it does not seem to me that a man can acquire a 
property merely in a name or mark; but whether he has or not 
} a property in the name or the mark, I have no doubt that another 
person has not a right to use that name or mark for the purposes 
; of deception, and in order to attract to himself that course of 
trade, or that custom, which, without that improper act, would 
have flowed to the person who first used, or was alone in the 
habit of using, the particular name or mark.” 
This doctrine has been recognized in a former opinion of this 
court. Chadron Opera House Co. v. Loomer, 71 Neb., 785, 99 
N. W., 649. 
On principle, plaintiff's right to the name is exclusive as 
against defendants. Newman v. Alvord, 51 N. Y., 189, 10 Am. 
Rep., 588; Amoskcag Mfg. Co. v. Spear & Ripley, 2 Sandf. 
(N. Y.), 599; Lee v. Haley, 5 Ch. App. (Eng.), 154. 
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The judgment of the district court is therefore affirmed. 

SEDGWICK, J., concurs in conclusion. 

SUPREME JUDICIAL COURT OF MASSACHUSETTS 
E. W. Burt & Co., Inxc., v. Cors & Youne Co. 
(98 Northeastern Rep., 5096.) 
Suffolk, May 25, 1912. 

INFRINGEMENT—CONELICTING MARKs. 


The owner of a trade-mark, the word “Flex Arch” for shoes, can 
not complain of the use by another on the like goods of the term “Flexible 
\rch,” no deception or likelihood of deception of the public being shown 


Appeal from supreme judicial court, Suffolk county. 


Everett N. Curtis, for appellant. 
Geo. H. Maxwell, for appellee. 


De Courcy, J.—This is a bill in equity brought to restrain 
the defendant from using the trade-name “Flexible Arch,” and 
from advertising its shoes by means of a pictorial representation 
of a shoe bent at the arch thereof. The case was referred to 
a master and subsequently was heard on the plaintiff's excep- 
tions to the master’s report, by a single justice of this court. The 
exceptions were overruled, the master’s report confirmed, and 
a final decree was entered dismissing the bill. 

The plaintiff's appeal from the decree does not bring the 
evidence before us, and we can not consider the exceptions based 
on the contention that the master’s findings are not warranted by 
the evidence. The only question before us is whether the decree 
lawfully could be entered upon the facts found and stated in the 
report of the master and the memorandum of the trial judge; and 
manifestly it could. Without reciting the facts at length, it was 
found that the defendants acted in good faith in advertising 
their shoes as “Coes & Young's 7.00 Flexible Arch-Support 
Shoes.” and that the purchasing public were not likely to be, and 
in fact were not, deceived into buying them for the plaintiff's 
“Flex-Arch” shoes. The plaintiff proved no exclusive right to 


make, advertise and sell shoes with a flexible shank or arch for 
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the prevention and cure of flat foot, or to use pictorial illustra 
tions of a shoe bent at the arch to show its flexibility; and no 


infringement of trade-mark rights or unfair competition was 


established 


Decree affirmed, with costs. 


COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 


In RE Meyer Bros. Corres AND Spick CoMPANY. 
() G 579 ) 
{pril 1. ror. 
DESCRIPTIVE TERM 
: The word “Troph refused registrati the grou 
that it is descriptive tes that the goods which 1s 
4 pplie had hee r ft superior « ilit 
Wr. J. A. Carr, tor the appellant. 
Wr. W.S. Ruckman, tor the Commissioner of Patents. 
i SHEPARD, C. |.—Applicant appeals from a decision of the 
. commissioner of patents (170 O. G., 705) |[Trade-Mark Re 
: porter, Vol. 1, p 332] denying registration of a trade-mark for 
coffee, which consists of the representation of a loving-cup in cor 
nection with the word “Trophy.” 
| The commisisoner held that the mark is descriptive, in that 
it indicates that the applicant’s goods have been recognized as of 
} a superior quality by the representation of a prize Or trophy. 
The decision is within the principle governing former deci- 
\ | 


sions of this court, and others. (See in re National Photographic 
Co., 29 App. D. C.. 142: IVorcester Brewwmag Comporation v. 
Reuter & Co.., 20 \op. D. C.. 428: in re Mever Bros. Coffee and 
Spice Co., 32 App. D. C.. 277: in re New South Brewing Co., 32 


\pp. D. C.. sor: Tavilor v. Gillies, 59 N. Y.. 331; Standard Paint 


Co. v. Trinidad Asphalt | 220 U. S.. 446-453.) 
The decision will be affirned and this decision certified to the 


commissioner of patents 
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COMMISSIONER OF PATENTS 
Ex Parte, THappeus Davips Co. 
(178. OG. 1551) 

March 1, 1912. 


CONFLICTING TrRADE-MARKS 

The word “Coro” so nearly resembles the word “Corolla” that their 
simultaneous use upon goods of the same descriptive properties would 
be likely to cause confusion 


Mr. W. P. Preble, Jr., for the applicant. 


Moorr, Commissioner.—This is an appeal from the decision 
of the examiner of trade-marks refusing to register the word 
“Coro,” printed in script type, as a trade-mark for ink. 
The registration was refused in view of the registered mark 
“Corolla,” No. 7,945, on the ground that the two were so similar 
as to be likely to cause confusion. In support of his holding the 
examiner cites cases in which “Rex” and “Rexall,” “Carmen” 
and “Carmencita,” “Purock” and “Pureoxia,” respectively, have 
been held so similar as to be apt to cause confusion in the trade. 
He also cites other cases in which the similarity to the present 
case is not so marked. 
Applicant’s argument upon this appeal deals entirely with 
the difference in sound in the two words when pronounced and 
a possible difference in significance. Even as to these features 
it is believed that the similarity is too close to justify registering 
f applicant’s mark; but one of the greatest similarities between the 
two lies in the appearance which the words present to the eye. 
If there were any doubt as to the propriety of registering a mark, 
it is believed that the cases cited by the examiner are so closely 
analogous as to be controlling in this instance. 
The decision of the examiner of trade-marks is affirmed. 
Ex Parte, THE AMERICAN SUGAR REFINING Co. 
(178 O. G., 1153.) 


April 24, 1912. 


1. DouBLE REGISTRATION. 
The words “Crystal Domino,” for sugar, are properly refused regis- 
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tration, in view of the prior registration by the same applicant of the 
word “Domino” for the same goods, the specimens filed being sub 
stantially the same as those forming part of the application upon which 


the prior registration was based. 


2. DescriptivE TERM 


The words “Crystal Domino” Held not registrable as a_ trade- 
mark for sugar, since the word “Crystal” is descriptive of such goods 


Messrs. Betts, Sheffield, Bentley & Betts, for the applicant. 


TENNANT, Assistant Commissioner.—This is an appeal 
from a decision of the examiner of trade-marks refusing to reg- 
ister the words “Crystal Domino” as a trade-mark for sugar. 

Registration was refused because of a prior registration by 
the same party of the word “Domino” for goods of the same de- 
scriptive properties. 

It is urged upon appeal that the mark sought to be registered 
is not the same as the mark previously registered, that the word 
“Domino” has been used by the applicant and its predecessor in 
business for a much longer period than have the words “Crystal 
Domino,” and that all the applicant is now seeking to do is to 
register another valid trade-mark which has been extensively used 
in its business. 

In my opinion registration of this mark was properly re- 
fused. The record of the prior registration, No. 73,099, shows 
that the specimens forming part of the application upon which 
that registration was based are substantially identical with those 
which are a part of the present application. In each case the 
label shows the words “Crystal Domino Sugar,” together with 
other features, which are also identical. In the previous regis- 
tration it was asserted that the trade-mark sought to be registered 

to wit, “Domino” alone—had been used in business by the cor- 
poration since August, 1900. The present application for regis- 
tration also asserts that the— 
trade-mark has been continuously used in business by said corporation 
since August, 1900. 

In the decision of the court of appeals of the district of 
Columbia in Planten vy. Canton Pharmacy Co. (143 O. G., 11133; 33 
App. D. C., 268), it was held that, although an applicant for 
registration has a right to determine the features of his label 
which constitute the trade-mark he, after having registered one 
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thing could not, when the exigencies of the situation demandea, 
limit his claim to a particular feature of the original mark. In 
passing upon this question the court said: 


By the passage of the Trade-Mark (ct, Congress did not intend to 
confer upon any dealer the right to register fictitious marks for the pur 


pose of limiting and restricting the field of registration of others. Wh 
therefore, the Commissioner is satisfied that the applicant is attempting 
to register a particular feature of a registered mark, he should requir« 
evidence that the mark of the application has actually been used as 
trade-mark. Not having limited his claims in his original application, 
the applicant can not prove statutory use of the mark of the second 
application by showing such use of the registered mark. In other words, 
proof of use of the words “Planten’s C & C or Black Capsules,” in a case 
where those words have been registered as a trade-mark, does not estab 
lish the use of the words “Black Capsules” as a trade-mark for the 
words eliminated from the registered mark, are, under the prior appli 
cation, part of that mark. 


lt is seen from the statement above quoted that where an 
applicant has registered a composite mark he can not thereafter 
be permitted iJ register certain individual features of the mark 
without showing statutory use of sich features standing by 
themselves as separate trade-marks. For similar reasons it is 
believed that an applicant, having registered an individual feature, 
which he swears in a declaration accompanying his application 
is his trade-mark, shoula not thereafter be given registration of 
another mark which includes the same subject-matter, together 
with other features, where the specimens filed by him are iden- 
tical or substantially identical with the labels upon which the 
previous registration was based. In the present case, not only 
are the specimens the same, but the period of use alleged is the 
same and the registered mark is merely qualified by the single 
word “Crystal.” 

There is a further reason why, in my opinion, this registra- 
tion should be refused—that is, upon the ground that the word 
“Crystal” is descriptive of the merchandise upon which the al- 
leged trade-mark is used. Although the record shows that upon 
argument by the applicant the examiner withdrew his objection 
to the registration of the word “Crystal.” upon the ground that 
the word “Crystal” qualified the word “Domino” rather than 
“Sugar,” I am of the opinion that this word as used upon the 
specimens shown ts of a descriptive rather than an arbitrary na- 
ture. The letters of the word “Crystal” and “Sugar” are of the 
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same size, whereas the word “Domino” in each instance is of a 
considerably larger size, and in each case the label reads “Crystal 
Domino Sugar.” “Crystal” is obviously descriptive of sugar and 
does not lose its descriptive significance when printed in the man- 
ner shown in the specimens. 
The decision of the examiner of trade-marks is affirmed. 
Dickst OF MANuscripr DECISIONS. 


Interference Proceedings 


In an interference between a registered trade-mark and a 
pending application where the applicant files affidavits contain- 
ing prima facie evidence of the abandonment of the registered 
trade-mark, the burden of proof to overcome this prima facte 
case is properly placed upon the registrant. When the latter 
refuses to comply with the order of the examiner of interfer- 
ences, and to file proper affidavits in reply, the burden of proof 
in the taking of testimony should be shifted to the registrant. 

An affidavit that the registrant has not abandoned the trade- 
mark is insufficient in the face of admission that the mark is 
not now in actual use. Inasmuch as the abandonment of a trade- 
mark is determined upon the intention of the party, the registrant 
should be required to file affidavits setting forth facts sufficient 
to overcome the abandonment consequent to his admission that 
the mark is not now used by him. All the facts which relate to 
the intention of the registrant to continue the use of the mark 
are within his own knowledge and under such circumstances, 
the registrant should not be called upon to present further proof 
on the question of abandonment. (1) 

Where there is doubt as to the similarity between three 
trade-marks involved in an interference, if all parties agree that 
there is no interference in fact and unite in a motion to dis- 
solve the interference upon that ground, the doubt should be 
resolved in favor of the parties to relieve them of the burden 
of a useless and unnecessary conflict. (7) 


(1) Adolph Frankau & Co., Ltd. v. Edmond C. Batchellor, January 
25, 1911. 
(2) W. B. Squibb & Co. v. Isaac Solomon, August 7, 1911 
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When a motion to dissolve an interference is based upon the 
alleged descriptive character of the word “Sprudel’” forming a 
common feature of the two marks, the motion should be de- 
nied where the descriptive character of the word is in doubt. 
Whether the spring from which the city of Carlsbad secures its 
supply of water was called Sprudel as a descriptive word, mean- 
ing spring, or whether the meaning of the word originated from 
the name of the spring itself, which has always been called 
Sprudel is not clear. (*) 

Upon a motion to dissolve an interference in which it 
was claimed that the drawing filed with the application of one 
party shows only a fragment of its mark, the party was given 
fifteen days in which to file an affidavit to the effect that the 
whole of the mark claimed by it was shown in the drawing. 
Prior registrations of the applicant’s mark show the representa- 
tion of a mother elephant bathing her baby and the words “Rub- 
No-More.” In the present application, the words were left out. 
The affidavit having been filed, the motion to dissolve was prop- 
erly denied. Citing, P/anten v. Canton Pharmacy Co., 143 O. G., 
113. (*) 


i I ppeals 


No appeal lies from the decision of the examiner of inter- 
ferences overruling exceptions to an answer in a proceeding for 
cancellation of a trade-mark. (#) 

There is no review, either by appeal or petition, of the 
decision of the examiner of interference, refusing to enter judg- 
ment on the record in a trade-mark interference. Such review 
must wait an appeal from the final decision. Citing, Gem Cutlery 
Co. v. Leach, 114 O. G., 2089; Mulligan v. Tempest Salve Co., 
119 O. G., 1924. (*) 


(1) City of Carlsbad v. Gerolsteiner Sprudel W. Casdendyck, October 
24, I9Q1I. 

(2) Swan-Sullins-Brandau Co. vy. Standard Soap Co., October 21, 
November 23, IQII. 

(3) Holland Rusk v. van Doesburg, January 5, I9gIT. 

(4+) Quaker City Flour Mills Co. v. Quaker Oats Co., October 30, 
IQII. 
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The Ten-Year Clause 


It is well settled that if a mark is actually a technical trade- 
mark, the allegation of ten years’ exclusive use in the declaration 
may be treated as surplusage. Therefore, in such a case, the ques- 
tion of exclusive use by the applicant during the ten-year period 
becomes immaterial, provided the applicant was the first to 
adopt and use the mark. Citing, Mclllhennys Son v. New Iberia 
Extract Co., 153 O. G., 547. (*) 

When of two applicants for registration of a geographical 
term under the ten-year clause of the trade-mark act, neither 
can show exclusive use during the whole of the ten-year period, 
neither party is entitled to registration. (7) 


Amendment to Law of 1905 


By amendment of March, 1907, a clause was introduced into 
Section 5 of the trade-mark law forbidding the registration of 
the emblems of fraternal societies. In this amendment, Section 
5 as amended was repeated in full, including the reference in the 
ten-year clause to the use of a mark for ten years “prior to the 
passage of this act.” This amendment did not change the date 
from which the ten-year period is to be computed from Febru- 
ary 20, 1905, the time of passage of the original act to March 2, 
1907, the date of passage of the amendment. The section was 
not re-enacted, but was only amended, and the intent to re-enact 
a prior law to leave this feature of the act unchanged, is 
clearly shown in the report of the house committee on patents, 
which reported a bill with two specific amendments and “no 
other changes.” 

In order, however, to remove the question thus raised 
the amendment of February 18, 1911, was passed removing the 
words “passage of this act’ and substituting in place thereof the 
date of February 20, 1905. The report of the house committee 
on patents sets forth, that the purpose of the amendment is to 
make it certain that the original limitation in point of time shall 


not be affected by the amendatory act of 1907. (*) 


) Brakeley v. Sears & Nichols Co., September 30, I9IT. 
) Cloverdale Co. v. Belden, April 17, I91I. 
) 


7, 
Ex parte, Draper Co., March 27, Io1t. 
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THE TRADE-MARK REPORTER 


The clause in the amendatory act of February 20, 1911, pro- 


viding that nothing contained in the law shall prevent the reg- 
istration of a mark otherwise registrable, merely because it is 
the name of the applicant, does not extend the statutory protection 
enjoyed after registration to the names of individuals and firms. 
In order to be registrable, the latter must still be shown in a 
distinctive form. The amendment was intended only to remove 
the prohibition against the registration of arbitrary words form- 
ing part of firm names. (1) 


Motion to Suppress Testimony 


When to determine the propriety of testimony introduced in 
rebuttal, it becomes necessary to consider the testimony in chief 
for the purpose of determining the relation of the one to the 
other, it is the settled practice to postpone consideration of the 
question until final hearing. A motion to strike out the testi- 
mony before a final hearing will be denied. Citing, Knight v. 
Morgan, 82 O. G., 187; Talbott v. Monneli, 98 O. G., 2965; Hall 
v. Alvord, to1 O. G., 1833; Dyson v. Land, 130 O. G., 1690; 
Keith v. Lundquist, 156 O. G., 798. (7) 

(1) Ex parte, Kakas-Compagnie Theodor Reichardt, September 23, 

III. 


(2) Oliver Chilled Plow Works v. William J. Oliver Mfg. Co., Feb- 
ruary 2, IQII. 





